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Remarks 

Priority: 

Priority to provisional Applications 60/448,789 and 60/455,724 has been rejectedfor bck 
of support for microRNA. Bolh ^789 and *724 disclose the covalent modification of ^A 
and, more specifically, RNA oligonucleotides (page 1, first sentence after 
Description'*). Both '789 and '724 further disclose that the RNA can be interfering 
RNA (i.e. RNA capable of inducing RNA interference; paragraph following: '^An RljjA 
function inhibitor com^nises . . It is known in the art that microRNA is an RNA 
oligonucleotide that induces RNA interference. 

Rejection of the claims under 35 USC SI 12: ^ 

Claims 1-13 have been rejected under 35 U.S.C. 1 12^ second paragraph, as being 
indefinite. Applicants have amended claim 1 to remove Hht indefiniteness. The rema|nmg 
claims have been amended to maintain proper antecendent basis. 

Rejection of the claims under 35 USC S 102: 

Claims 1-2, 5, 10 and 12-13 have been rejected xmder 35 U.S.C. 102(b) as being 
anticipated by Bennett et al. (U.S. Patent No. 6,156,789). Applicants have amended ihe 
claims to obviate the rejection. Specifically, Applicants have amend claim 1 to 
incorporate the limitations of claims 3. 

Claims 1-2, 4-9 and 13 have been rejected under 35 U.S.C. 102(b) as being anticipaljed by 
Goldsborough (WO 01/94626). Aj^licants have amended the claims to obviate the 
rejection. Specifically, Applicants have amend claim 1 to incoiporate the limitations iof 
claims 3^ 

Claims 1-2, 4, 10 and 12 have been rejected under 35 O.S.C. 102(e) as being anticipated 
by Tuschl et aL (WO 02/44321). Applicants have amended the claims to obviate the j 
rejection. Specifically, Applicants have amend claim 1 to incorporate the limitations iof 
claims 3^ 
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Rejection: of the claims under 35 USC S 103: 

Claims 1-9 and 13 have been rejected under 35 U-S.C. 103(a) as heing obvious over 
Goldsborough (WO 01/94626) m view of Monahan et al. (U.S. Patent No. 6,630,351 
With this paper, Applicants submit a Declaration under 37 C.F.R. 1 . 1 32 showing tha| the 
invention disclosed in the copending application is not '^by anotiier". 



The Exammer's rejections are now believed to be overcome by this response to the C ffice 
Action. In view of Applicants' amendment and arguments, it is submitted that claims 1 
and 4-13 should be allowable. 



Respectfully submitted. 



KiricEkena, Reg. No. 56,672 
Minis Bio Corporation 
505 South Rosa Road 
Madison, WI 53719 
608-238-4400 
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